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DETAILED ACTION 
Status of the Application 

[1] In view of the new rejection set forth below, the finality of the Office action filed 
on 1 1/30/07 is withdrawn. 

[2] Claims 23, 25-28, 33, and 35-42 are pending in the application. 

[3] Receipt of a terminal disclaimer, filed on 4/30/08, is acknowledged. 

[4] Applicant's arguments filed on 4/30/08 in response to the Advisory action filed on 

4/23/08, are acknowledged. Applicant's arguments have been fully considered and are 

deemed to be persuasive to overcome some of the rejections and/or objections 

previously applied. Rejections and/or objections not reiterated from previous office 

actions are hereby withdrawn. 

[5] The text of those sections of Title 35 U.S. Code not included in the instant action 
can be found in a prior Office action. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 



[6] Claim(s) 23, 25-28, 33, and 39-42 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Farwick et al. (US Patent 6,818,432; "Farwick-1"), Farwick et al. (US 
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Patent 7,205,131; "Farwick-2"), Farwick et al. (US Patent Application Publication 
2003/0224499; "Farwick-3"), Farwick et al. (US Patent Application Publication 
2004/0005675; "Farwick-4"), Farwick et al. (US Patent Application Publication 
2005/0009143; "Farwick-5") Burke (US Patent Application Publication 2006/0014259; 
"Burke-1"), Burke (US Patent Application Publication 2003/0199045; "Burke-2"), Burke 
(US Patent Application Publication 2003/0109014; "Burke-3"), Burke et al. (US Patent 
Application Publication 2005/0112733; "Burke-4"), Burke et al. (US Patent Application 
Publication 2006/0014259; "Burke-5"), Hans et al. (US Patent Application Publication 
2003/0175911; "Hans"), Nampoothiri etal. (US Patent Application Publication 
2002/0042107; "Nampoothiri-1"), Nampoothiri et al. (US Patent Application Publication 
2002/0155555; "Nampoothiri-2"), Nampoothiri et al. (US Patent Application Publication 
2004/0092710; "Nampoothiri-3"), Nampoothiri et al. (US Patent 6,949,374; 
"Nampoothiri-4") Mockel et al. (US Patent Application Publication 2003/0087400; 
"Mockel-1"), Mockel et al. (US Patent 6,759,218; "Mockel-2), Mockel et al. (US Patent 
Application Publication 2003/0166173; "Mockel-3), Dusch et al. (US Patent Application 
Publication 2005/0196848; "Dusch"), Wehmeier et al. (US Patent Application 
Publication 2003/0148476; "Wehmeier"), Dunican et al. (US Patent Application 
Publication 2003/0138917; "Dunican-1"), Dunican et al. (US Patent Application 
Publication 2004/0214219; "Dunican-2"), Dunican et al. (US Patent 6,797,509; 
"Dunican-3") Dunican et al. (US Patent Application Publication 2005/0112730; 
"Dunican-4"), Dunican et al. (US Patent 6,825,029; "Dunican-5") in view of Kramer {J. 
Biotechnol. 45:1-21, 1996; cited in the PTO-892 filed on 4/20/04), Grabau et al. {J. 
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Bacteriol. 160:1088-1092, 1984; cited in the 9/3/02 IDS), Chang et al. {J Bacterial 
154:756-762, 1983; cited in the PTO-892 filed on 10/19/05; "Chang-1"), and Chang et 
al. {J. Bacteriol. 167:312-318, 1986; cited in the IDS filed on 9/3/02; "Chang-2"). 

The applied references of Farwick-1, Farwick-2, Farwick-3, Farwick-4, Farwick-5, 
Burke-1, Burke-2, Burke-3, Burke-4, Burke-5, Hans, Nampoothiri-1, Nampoothiri-2, 
Nampoothiri-3, Nampoothiri-4, Mockel-1, Mockel-2, Mockel-3, Dusch, Wehmeier, 
Dunican-1, Dunican-2, Dunican-3, Dunican-4, and Dunican-5 appear to have a common 
inventor and/or assignee with the instant application. Based upon the earlier effective 
U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 1 02(e). 
This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1 .132 that any invention disclosed but not claimed in the reference was derived 
from the inventor of this application and is thus not an invention "by another"; (2) a 
showing of a date of invention for the claimed subject matter of the application which 
corresponds to subject matter disclosed but not claimed in the reference, prior to the 
effective U.S. filing date of the reference under 37 CFR 1 .131 ; or (3) an oath or 
declaration under 37 CFR 1 .130 stating that the application and reference are currently 
owned by the same party and that the inventor named in the application is the prior 
inventor under 35 U.S.C. 104, together with a terminal disclaimer in accordance with 37 
CFR 1 .321 (c). This rejection might also be overcome by showing that the reference is 
disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 103(a). 
See MPEP § 706.02(l)(1) and § 706.02(l)(2). 
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The examiner has made an earnest effort to exhaustively identify references that 
constitute prior art under 35 U.S.C. 102(e) having a common inventor and/or assignee 
with the instant application. However, since numerous references appear to constitute 
prior art under 35 U.S.C. 102(e) having a common inventor and/or assignee with the 
instant application, it is possible a reference or references was/were inadvertently 
overlooked. In the interest of compact prosecution, the examiner requests that applicant 
identify any other reference(s) that constitute(s) prior art under 35 U.S.C. 102(e) having 
a common inventor and/or assignee with the instant application. Applicant's cooperation 
will allow the examiner to focus on more substantive issues in the examination of the 
instant application. 

The applied references of Farwick-1, Farwick-2, Farwick-3, Farwick-4, Farwick-5, 
Burke-1, Burke-2, Burke-3, Burke-4, Burke-5, Hans, Nampoothiri-1, Nampoothiri-2, 
Nampoothiri-3, Nampoothiri-4, Mockel-1, Mockel-2, Mockel-3, Dusch, Wehmeier, 
Dunican-1, Dunican-2, Dunican-3, Dunican-4, OR Dunican-5 each teaches L-amino 
acid production using a C. glutamicum bacterium with an attenuated poxB gene. None 
of these references teaches L-amino acid production using an E. co// with an attenuated 
poxB gene. 

The reference of Kramer teaches that C. glutamicum and E. coli are the 
workhorses of industrial amino acid production. See particularly p. 1 . 

The reference of Grabau teaches cloning of an E. coli poxB gene (abstract). 
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Chang-1 teaches an E. co// with an inactivated poxB gene by insertional 
mutagenesis and Chang-2 teaches an E. coli expressing a PoxB polypeptide with a C- 
terminal deletion that substantially decreases PoxB activity. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine the teachings of Farwick-1, Farwick-2, Farwick-3, 
Farwick-4, Farwick-5, Burke-1, Burke-2, Burke-3, Burke-4, Burke-5, Hans, Nampoothiri- 

1, Nampoothiri-2, Nampoothiri-3, Nampoothiri-4, Mockel-1, Mockel-2, Mockel-3, Dusch, 
Wehmeier, Dunican-1, Dunican-2, Dunican-3, Dunican-4, OR Dunican-5 AND Kramer, 
Grabau, Changi , and Chang2 to modify an £. coli host cell by inactivating a 
chromosomal poxB gene, culture the resulting E. coli, isolate the resulting medium and 
cell extract, determine the levels of resulting L-amino acids, and isolate the L-amino 
acid from the medium or cells. One would have been motivated to do this because the 
reference of Farwick-1 , Farwick-2, Farwick-3, Farwick-4, Farwick-5, Burke-1 , Burke-2, 
Burke-3, Burke-4, Burke-5, Hans, Nampoothiri-1, Nampoothiri-2, Nampoothiri-3, 
Nampoothiri-4, Mockel-1, Mockel-2, Mockel-3, Dusch, Wehmeier, Dunican-1, Dunican- 

2, Dunican-3, Dunican-4, OR Dunican-5 teaches L-amino acid production using a C. 
glutamicum having such a modification, and like C. glutamicum, E. coli is used to 
produce L-amino acids as noted by Kramer. One would have had a reasonable 
expectation of success to modify an E. coli host cell by inactivating a chromosomal 
poxB gene, culture the resulting E. coli, isolate the resulting medium and cell extract, 
determine the levels of resulting L-amino acids, and isolate the L-amino acid from the 
medium or cells because of the results of Farwick-1, Farwick-2, Farwick-3, Farwick-4, 
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Farwick-5, Burke-1 , Burke-2, Burke-3, Burke-4, Burke-5, Hans, Nampoothiri-1 , 
Nampoothiri-2, Nampoothiri-S, Nampoothiri-4, Mockel-1, Mockel-2, Mockel-3, Dusch, 
Wehmeier, Dunican-1, Dunican-2, Dunican-3, Dunican-4, OR Dunican-5 AND Kramer, 
Grabau, Chang-1, and Chang-2. Therefore, claims 23, 25-28, 33, and 39-42, drawn to 
the method described above, would have been obvious to one of ordinary skill in the art. 



Claim Rejections - Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded In public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. CIr. 1993); In re Longi, 759 F.2d 887, 225 USPQ 
645 (Fed. CIr. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In 
re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 
528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

[7] Claims 23, 25-28, 33, and 39-42 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over: 1 ) 
claim 44 of co-pending US non-provisional application 10/794,417 (the '417 application); 
claim 7 of co-pending US non-provisional application 10/483,413 (the '413 application); 
claim 22 of co-pending US non-provisional application 10/812,315 (the '315 application); 
and claim 33 of co-pending US non-provisional application 11/350,043 (the '043 
application). 
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[8] Claims 23, 25-28, 33, and 39-42 are rejected under tlie judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claim 28 of US Patent 
7,319,026 (the '026 patent). 

An obviousness-type double patenting rejection is appropriate where the 
conflicting claims are not identical, but an examined application claim is not patentably 
distinct from the reference claim(s) because the examined claim is either anticipated by, 
or would have been obvious over, the reference claim(s). See In re Berg, 140 F.3d 
1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 
2010 (Fed. Cir. 1993); and In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985). 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the claims of the '417, '413, '315, and '043 applications and the 
'026 patent anticipate claims 23, 25-28, 33, and 39-42 herein or the specifications of the 
applications or patent support an embodiment that would anticipate claims 23, 25-28, 
33, and 39-42. Claims 23, 25-28, 33, and 39-42 of the instant application cannot be 
considered to be patentably distinct over the claims of the '417, '413, '315, and '043 
applications and the '026 patent as noted above when there is a specifically recited 
embodiment that falls within the scope of claims 23, 25-28, 33, and 39-42 herein. 
Alternatively, claims 23, 25-28, 33, and 39-42 cannot be considered to be patentably 
distinct when there is a specifically disclosed embodiment in the applications that 
supports the claims and falls within the scope of claims 23, 25-28, 33, and 39-42 herein 
because it would have been obvious to one of ordinary skill in the art to modify the 
claimed methods by specifically using an E. coli host with an inactivated poxB gene. 
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One of ordinary sl<ill in the art would have been motivated to do this because that 
embodiment is disclosed as being a preferred embodiment within the claims. 

The examiner has made an earnest attempt to identify those patents and/or co- 
pending applications for purposes of rejecting or provisionally rejecting the claims for 
double patenting. However, it is noted that numerous co-pending applications have 
been filed and/or continue to be filed, and/or patents have issued disclosing subject 
matter that is related to the instant application. In the interest of compact prosecution, 
the examiner requests that: 1) applicants identify any patent(s) and/or co-pending 
application(s) that claim(s) subject matter that may necessitate a double patenting 
rejection, an obviousness-type double patenting rejection, a provisional double 
patenting rejection, or a provisional obviousness-type double patenting rejection; 2) 
identify the claims of the patents and/or co-pending applications that claim identical or 
similar subject matter; 3) identify the corresponding claims of the instant application, 
and 4) take the appropriate action, e.g., cancel claims to preempt a statutory double 
patenting rejection and/or file a terminal disclaimer to preempt an obvious-type double 
patenting rejection or provisional rejection. Applicants' cooperation in following steps 1) 
to 4) above is appreciated as this will allow the examiner to focus on more substantive 
issues in the examination of the instant application. 

RESPONSE TO ARGUMENT: Applicant requests the provisional rejections 
based on claims of the '417, '413, and '315 applications be held in abeyance with 
respect to the remaining applications. This is not found persuasive to overcome the 
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provisional rejections, which are maintained at least for reasons of record and reasons 
set forth above. 

Requirements for Deposit of Biological Material 
[9] It is noted that claims 35-38 are drawn to microorganisms. It appears applicant 
has complied with the requirements for deposit of biological material in view of the 
remarks filed on 7/20/04 at p. 8, top. 

Conclusion 

[10] Status of the claims: 

Claims 23, 25-28, 33, and 35-42 are pending. 
Claims 23, 25-28, 33, and 39-42 are rejected. 

Claims 35-38 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

No claim is in condition for allowance. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David J. Steadman whose telephone number is 571- 

272- 0942. The examiner can normally be reached on Monday to Friday, 7:30 am to 
4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kathleen Kerr Bragdon can be reached at 571-272-0931 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/David J. Steadman/ 
David J. Steadman, Ph.D. 
Primary Examiner 
Art Unit 1656 



